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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Drawings 

The drawings are objected to because they contain extraneous matter, which is 
not permitted. The labels in Figure 1 should be removed as the reference characters 
already establish the features to which they correspond as set forth in the specification. 
Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7, 8 and 12-15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 7, line 2 and also in claim 12, line 10, it appears that "distal" should be 
changed to -proximal- to accord with the figures and with the description in the 
Specification. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4 and 7-9, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kapandji (2 660 856 A1; cited by Applicant). 

Kapandji discloses an implant 1 comprising a stem 20 and a head 4 (see Fig. 2). 
Holes 26 pass through positions near both ends of the stem and are capable of 
accepting suture. The head includes a 200 degree arc. Component 30 can be 
considered a portion of the platform or an extension, and includes holes 27 through 
which suture could be passed. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cooney, III et al. (6,302,915 B1 ; cited by Applicant) in view of 
Stubstad (3,745,590; cited by Applicant). 

Cooney, III et al. clearly discloses the claimed invention except for the use of 
suture holes in portions of the device other than the head and except for the head 
having a through-bore. Stubstad discloses a similar device 10 and teaches attaching a 
ligature or suture 22 through both the head 1 1 and the stem 16/platform 19 structure in 
order to provide a continuity of strength through the prosthesis and resist dislocation of 
the joint to be corrected while still providing unrestricted natural motion (see, e.g. Fig. 2; 
col. 1 , lines 5-1 1 ; and col. 2, lines 44-47). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the implant device 
of Cooney, III et al. with holes in portions other than the head, such as the stem and 
platform, in view of Stubstad, in order to provide a continuity of strength through the 
prosthesis and resist dislocation of the joint to be corrected while still providing 
unrestricted natural motion. It would have been further obvious to have selected a bore 
depth in the head within a range resulting in a through bore, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
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optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 
233. With regard to the particular locations of the various holes etc. it also would have 
been obvious to have positioned these at any of various locations on the device, since it 
has been held that mere relocation of parts of an invention involves only routine skill in 
the art. In re Japikse, 86 USPQ 70. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710. Please leave a detailed voice message if examiner is unavailable. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Eduardo 
Robert can be reached at (571 ) 272-471 9. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



D. Comstock 




